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RELIEF REOUESTED 
Patentees hereby request reconsideration and recalculation of the Patent Term 
Adjustment (hereinafter "PTA") for the above-identified patent. This Request is timely 
filed inasmuch as it is being filed within two (2) months of the date that the present patent 
issued. See 37 C.F.R. § 1.705(d). 



For at least the following reasons, the present patent is believed to be entitled to a 
PTA of 62 days: 

FACTS 

1. As shown in the caption of this paper, the present patent issued from U.S. Patent 
Application No. 10/701,451 (the '451 Application) on September 13, 2005. 

2. Three (3) Information Disclosure Statements were timely and properly filed in 
the '451 Application on November 6, 2003, January 16, and April 28, 2004. 

3. On March 1, 2005, initialed copies of the PTO-1449 citation forms filed with the 
Information Disclosure Statements on January 16 and April 28, 2004, were mailed along 
with a Notice of Allowance and Issue Fee(s) Due form. These initialed copies evidence the 
Examiner's consideration of the information cited in the Information Disclosure 
Statements filed on January 16 and April 28, 2004. 

4. No indication of consideration of the Information Disclosure Statement filed on 
November 6, 2003 was received in the '451 application. 

5. On March 21 , 2005, Patentees' undersigned attorney filed a Request for Paper 
to request an indication of consideration of the Information Disclosure Statement filed on 
November 6, 2003. (A copy of the November 6, 2003, Information Disclosure Statement 
and a date-stamped postcard receipt were enclosed with the Request for Paper.) 
Specifically, an initialed copy of PTO-1449 citation form filed with an Information 
Disclosure Statement on November 6, 2003, was requested. A copy of the Request for 
Paper with enclosures and a date-stamped, postcard receipt are attached. 
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6. On May 5, 2005, Patentees' undersigned attorney paid the combined issue and 
publication fees. 

7. The Patent Application hiformation Retrieval ("PAIR) system database for 
"Patent Term Adjustment History" of the *451 Application indicates an Application-delay 
period of 86 days and two (2) PTO-delay periods of 8 days and 54 days for a total of 62 
days. A printout of the relevant portion of the PAIR system database also is attached. 

8. More specifically, the Patent Term Adjustment History indicates an Applicant- 
delay period of 86 days next to an entry, which reads: 

"03-21-2005 hiformation Disclosure Statement (IDS) Filed" 
and a PTO-delay period of 54 days next to an entry which reads: 

"03-01-2005 Mail Notice of Allowance," and 
another PTO-delay period of 8 days next to an entry, which reads: 

"09-13-2003 Patent Issue Date Used in PTA Calculation". 

9. The PAIR System database for "File History" of the '451 Application 
erroneously characterizes the Request for Paper as an Information Disclosure Statement. A 
printout of the relevant portion of the PAIR system database also is attached. 

10. More specifically, the File History includes an entry, which reads: 

"03-21-05 hiformation Disclosure Statement (IDS) filed." 

1 1 . No Information Disclosure Statement was filed on March 21, 2005, in the '451 
Application. Rather as above-noted, Patentees' undersigned attorney field a Request for 
Paper on March 21, 2005, for an indication of consideration for an Information Disclosure 
Statement filed on November 6, 2003, which should have already been considered and 
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acknowledged by the Examiner. Accordingly, the alleged Applicant-delay period of 86 
days is not proper and should not negatively affect the PTA. 

12. It is respectfully submitted that the United States Patent and Trademark Office 
(the "PTO") incorrectly treated the Request for Paper filed on March 21, 2005, as an 
Information Disclosure Statement. 

13. It is also respectfully submitted that the PTO improperly assessed an 
Applicant-delay period of 86 days offsetting the total PTO-delay period of 62 days due to 
the filing of the Request for Paper. 

14. On September 13, 2005, the present patent issued with a Notice on the cover 
thereof erroneously indicating a PTA of 0 days. 

15. The present patent is not subject to any terminal disclaimer. 

16. In view of the foregoing, Patentees respectfiiUy submit that there are no 
circumstances constituting a failure to engage in reasonable efforts to conclude processing 
or examination of this application as set forth in 37 C.F.R. § 1.704. 

ARGUMENT 

Patent term adjustment is reduced by the period of time during which the 
Applicants failed to engage in reasonable efforts to conclude prosecution. See 35 U.S.C. 
§ 154(b)(2)(C)(i). When papers are filed after the mailing of a Notice of Allowance, such 
failure is present only when the paper causes "substantial interference and delay in the 
patent issue process". See O.G. Notice "Clarification of 37 CFR 1.704(c)(10) - Reduction 
of Patent Term Adjustment for Certain Types of Papers Filed After a Notice of Allowance 
has been Mailed" dated June 26, 2001, According to the Notice, papers said to cause such 
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interference and delay include (1) a request for refund, (2) a status letter, (3) amendments 
under 37 C.F.R. § 1.312, (4) late priority claims, (5) a certified copy of a priority document, 

(6) drawings, (7) letters related to biological deposits, and (8) oaths or declarations, 
whereas papers said not to cause interference and delay include (1) Issue Fee Transmittal, 
(2) Power of Attorney, (3) Power to hispect, (4) Change of Address, (5) Change of Status 
(small/not small entity status), (6) a response to the examiner's reasons for allowance, and 

(7) letters related to government interest. Id. 

The Request for Paper as above-described is not specifically listed in the O.G. 
Notice as belonging to any of the above-mentioned examples, as being a delay caused by 
Applicant during prosecution. 

Accordingly, Patentees respectfully submit that the Request for Paper filed in this 
case is not a paper causing interference and delay, and therefore should not affect the PTA. 

In view of the foregoing statement. Patentees respectfully submit that the 86 days 
charged as a Applicant-delay period should be reconsidered and withdrawn and that a PTA 
of 62 is proper. 

FEE 

Submitted herewith is a check for $200.00 for the fee set forth in 37 C.F.R. 
§ 1 .1 8(e). Any deficiency in this fee may be charged or any overpayment credited to 
Deposit Account No. 06-1205. 
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REQUEST FOR INTERVIEW 
If any questions remain, Patentees respectfully request that a representative of the 
U.S. Patent and Trademark Office contact Patentees' undersigned attorney at 
(202) 530-1010 to schedule an interview. 



In view of the foregoing, favorable consideration hereof and reconsideration and 
recalculation of the PTA to be 62 days are earnestly solicited. 

Patentees' undersigned attorney may be reached in our Washington, D.C. office by 
telephone at (202) 530-1010. All correspondence should continue to be directed to our 
New York office at the below-listed address. 



CONCLUSION 



Respectfully submitted, 




William M, Wannisky 
Attorney for Patentees 
Registration No. 28,373 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 101 12-3800 
Facsimile: (212)218-2200 



WMW\tas 
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Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Kindly acknowledge receipt of the accompanying: 

□ Response to Official Action. 

□ Check for $ (claims fee) 

□ Petition under 37 CFR 1.136 and Check for $ 

□ Notice of Appeal and Check for $ 



Date. 



Mo. Day Yr. 

Application No. 



□ Information Disclosure Statement, PTO-1449 and 

□ Claim for priority and certified copies of 

□ Issue fee transmittal and Check for $ 




another (specify) l^e^v^sf-ftrpJI^OO^ 

by placing your receiving date stamp hereon ai^retuming to deliverer. 

Atty. Due Date 



Mo. Day 



Yr. 



y 
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In re Application of: 
Norihito NAITO, et al. 
Application No.: 10/701,451 
Filed: November 6, 2003 



For: IMAGE FORMING APPARATUS ) 
AND METHOD OF SENSING : 
AMOUNT OF REMAINING ) 
DEVELOPER IN IMAGE FORMING : 
APPARATUS ) 



Examiner: Hoang X. Ngo 
Group Art Unit: 2852 
Allowed: March 1,2005 
Confirmation No. : 7604 
March 21, 2005 



Mail Stop Issue Fee 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 21231-1450 



REOUEST FOR PAPER 



Sir: 

Applicants are in receipt of a Notice of Allowance and Issue Fee Due (the "Notice 
of Allowance"), dated March 1, 2005, in the above-identified application. The Issue Fee is 
due on June 1, 2005, and has not yet been paid. 

On November 6, 2003, Applicants filed an Information Disclosure Statement in the 
application. The Notice of Allowability enclosed with the Notice of Allowance indicates 
that copies of Forms PTO-1449, which were submitted with the Information Disclosure 
Statements filed January 16, and April 28, 2004, are attached to the Notice of Allowance. 



However, a Form PTO-1449 attached to the Information Disclosure Statement filed on 
November 6, 2003, is not mentioned in or enclosed with the Notice of Allowability. A 
review of the U.S. Patent and Trademark Office Patent Application Information Retrieval 
database indicates that the Form PTO-1449 was not mailed with the Notice of Allowance. 
It is believed that these omissions are due to an inadvertent oversight in the Patent and 
Trademark Office. 

The Examiner is respectfully requested to provide a copy of the PTO Form- 1449 
submitted with the November 6^^ Information Disclosure Statement, annotated with the 
Examiner's initials and date acknowledging receipt and consideration of the art cited 
therein. 

Favorable consideration hereof is earnestly solicited. 

Applicants' undersigned attorney may be reached in our Washington, D.C. office 
by telephone at (202) 530-1010. All correspondence should continue to be directed to the 
New York office at the below-listed address. 



Respectfully submitted, 




Attorney for Applicants 
William M Wannisky 
Registration No. 28,373 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 101 12-3801 
Facsimile: (212) 218-2200 
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PATENT APPLICATION 



[N THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

Norihito NAITO, et al. 

Application No.: Unassigned 

Filed: Concurrently herewith 

For: IMAGE FORMING APPARATUS 
AND METHOD OF SENSING 
AMOUNT OF REMAINING 
DEVELOPER IN IMAGE FORMING 
APPARATUS 



Examiner: Unassigned 
Group Art Unit: Unassigned 



) November 6, 2003 



) 



Mail Stop Patent Application 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 



INFORMATION DISCLOSURE STATEMENT 



Sir: 

In compliance with the duty of disclosure under 37 C.F.R. § 1 .56 and in accordance 
with the practice under 37 C.F.R. §§ 1.97 and 1.98, the Examiner's attention is directed to 
the patent document listed on the enclosed Form PTO-1449. A copy of the listed 
document is also enclosed. 



STATEMENT/PETITION/FEE 
This Information Disclosure Statement is being filed within three (3) months of the 
filing date of the application. Accordingly, Applicants submit that no Statement, Petition, 
or Fee is necessitated by the filing of this paper. Nevertheless, the Commissioner is 
authorized to charge any fee necessitated by the filing of this paper to Deposit Account No. 
06-1205. A duplicate copy of this paper is enclosed for that purpose. 




CONCLUSION 



It is respectfully requested that the above information be considered by the 
Examiner and that a copy of the enclosed Form PTO-1449 be returned indicating that such 
information has been considered. 

Favorable consideration hereof is earnestly solicited. 

Applicants' undersigned attorney may be reached in our Washington, D.C. office 
by telephone at (202) 530-1010. All correspondence should continue to be directed to our 
New York office at the address given below. 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 1 0 1 1 2-380 1 
Facsimile: (2 1 2) 2 1 8-2200 

WMWXtas 



Respectfully submitted, 




Attorney for Applicants 
William M, Wannisky 
Registration No. 28,373 
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